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Claims 1-18 are rejected under 35 V.S.C. 5 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicants 
regard as the invention. 

The rejection as set forth under 35 O.8.C. S 112 is deemed 

proper and is herein repeated. 

Applicants' arguments have been fully considered but are 
deemed to be not persuasive. Applicants argue that the 
hydrolyzed as well as unhydrolyzed epoxy functional alKoxysilanes 
are described in the specification and that the affirmative 
inclusion of the unhydrolyzed silane provides a variety of 
advantages. Applicants conclude that the Examiner's concerns 
regarding a partially hydrolyzed compound are rendered moot . 
This is not persuasive. Applicants should note that the claims 
are not limited by the specification and it is a requirement of § 
112 second paragraph that the claim be definite so as to render 
the metes and bounds of the claimed invention clearly 
established. The Examiner maintains that a partially hydrolyzed 
compound would fall within the scope of the instantly claimed 
hydrolyzed as well as unhydrolyzed. Applicants have failed to 
allege or show that such is not the case. As such, the claim 
language is seen to overlap in scope and is therefore indefinite. 
It is simply unclear as to how many ingredients are to be added 
to the claimed invention. 
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The following i- * station ° £ 35 U - S ' C ' § 103 
forms the basis for all obviousness rejections set forth in this 

Office action: 

,., K patent may not be «W.in^ho^^th.^n™ntlon^l.^»t 

identically disclosed « described as set forth^ ^ 
102 of this title, if ^"differences ^ ^ that 

matter sought to be patented and the^ ^ ^ the 

Sm/tnT inve^n Sa/made to , . person having ordinary 

^entaoiiu/sna^i ncTbe^atfverby the manner in which 

the invention was made. 

Claims 1-18 are rejected under 35 O.8.C. S 103(a) as being 
unpatentable over Funaki et al . 

The rejection as set forth under 35 U.8.C. » 103 over Funaki 
is herein maintained. Applicants' newiy amended claims as well 
as the remarks filed in support thereof have been fully 
considered but have been deemed to be not persuasive. 

Applicants argue that the Funaki et al . patent fails to 
describe the inclusion of unhydrolyzed silanes in the manner or 
for the purpose as presently claimed. This is not persuasive. 
The Funaki patent teaches the incorporation of partially 
hydrolyzed compounds and as such there are unhydrolyzed silane 
groups added to the composition. The Examiner finds no 
patentable distinction with respect to the .manner" that the 
silane is added in Funaki as compared to the presently claimed 

different purpose is not relevant given that the case law has 
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well established that ingredients do not need to be added to 
compositions for the same purpose as that claimed in order to 
render the claimed invention prima facie obvious. 

Applicants argue that the reference fails to teach the 
polymerization of monomers and is instead only concerned with the 
use of preformed polymers. This is not persuasive. Applicants 
have failed to show or allege any difference between the 
utilization of the polymers as in Funaki compared to the polymers 
which are in fact formed in the presently claimed invention. 

Claims 1-18 are rejected under 35 u.S.C. S 103(a) as being 

unpatentable over Morrison or Tarshiani et al . taken in view- of 

Perkins et al . 

The rejection as set forth under 35 U.S.C. § 103 on pages 3 
and 4 of Paper No. 2 is deemed proper and is herein repeated. 

Applicants' newly amended claims as well as the remarks 
filed in support thereof have been fully considered but have been 
deemed to be not persuasive. 

Applicants argue that both Morrison and Tarshiani et al . 
fail to show the incorporation of an unhydrolyzed silane 
component. This is not persuasive. The incorporation of the 
prehydrolysis product of the epoxysilane in Morrison is clearly 
suggestive of an unhydrolyzed silane. A hydrolyzable 
alkoxysilane also teaches the incorporation of an unhydrolyzed 
alkoxysilane. With respect to the incorporation of polymerizable 
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monomers in combination with the epoxy compounds, the Perkins 
patent is cited as showing the incorporation of monomers in 
epoxysilane coating applications. Applicants have failed to show 
or allege any unexpected results due to the specifically claimed 
invention. 

THIS ACTION IS MADE FINAL. Applicants are reminded oi: the 
extension of time policy as set forth in 37 C.F.R. § 1.136(a). 
The practice of automatically extending the shortened statutory 
period an additional month upon the filing of a timely first 
response to a final rejection has been discontinued by the 

Office. See 1021 TMOG 35. 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

Any inquiry concerning this communi cat ^^^ll^ D . 
communications from the examiner should be greeted toPet 
Mulcahy, whose telephone number is (703) 308 244y. 
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can normally be reached on Tuesday through Friday from 7:30 A.M 
to 6 : 00 P.M. 

The fax telephone number for this group is (703) 305-3599. 

Any inquiry of general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-2351. 



P. Mulcahy:cdc 
February 28, 2002 




PETER D.MULCAHY 
PRIMARY EXAMINER 
GROUP 1500 



